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Art Unit: 1732 

DETAILED ACTION 
Double Patenting 

1 . The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, A22 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



2. Claims 1 and 14-17 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 18-25 of 
copending Application No. 10/762,353. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because claims 18-25 of US Application 
No. 10/762,353 teach the basic claimed process of filling a mold including: rise in 
flowrate from a zero flowrate to a nominal flowrate (Dn) greater than 40g/min, full 
flowrate filling, with the nominal flowrate (Dn) maintained, and flowrate reduction from 
the nominal flowrate (Dn) to the zero flowrate, which method is characterized in that the 
rise in flowrate step is divided into at least two phases: a low flowrate start of filling 
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phase, which continues until the mold is filled with the material to a height of at least 2 
mm at the deepest point of the mold, the flowrate increasing during this phase to a 
maximum start of filling flowrate (Dd) less than 20 g/min, and then a main rise in 
flowrate phase to increase from the start of filling flowrate (Dd) to the nominal flowrate 
(Dn). Regarding claim 1 , it is submitted that it is fully encompassing of the claims 18-25 
of U.S. Application No. 10/762,353, hence a secondary reference is not required. 

Regarding claim 14, claim 18 of U.S. Application No. 10/762,353 teaches a 
method of molding an organic material optical component in an appropriate molding 
cavity, the method including a sequence of filling the molding cavity with the organic 
material in the liquid state and a step of polymerizing the material in said molding cavity. 

With regard to claim 15, claim 24 of U.S. Application No. 10/762,353 teaches a 
method according to any of claims 18 to 23, wherein the material is introduced into the 
molding cavity via an orifice in the lower portion of said cavity. 

With regard to claims 16-17, claim 25 of U.S. Application No. 10/762,353 teaches 
a method according to any of claims 18 to 24, wherein polymerization of the material is 
initiated immediately after complete filling of the molding cavity. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

3. Claims 2-1 3 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 18-25 of 
copending Application No. 10/742,353 in view of Hettinga US Patent 5,902,525. Claims 
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18-25 of US Application No. 10/742,353 teach the basic claimed process as shown 
above. Regarding claims 2-7 and 9, claims 18-25 of Application No. 10/742,353 do not 
teach the two-step start of filling phase or the preferable ranges and fill values of which 
the present invention specifies. Hettinga ('525) teaches a preliminary rise in injection 
flow rate from a zero flow rate to a pre-determined flow rate (column 6, lines 15-18 and 
column 8, lines 16-21), a low maintained injection flow rate during the first fill portion of 
the mold (column 8, lines 16-21 and column 8, lines 32-35). Hettinga ('525) also 
teaches that these specific ranges and fill values depend on the mold cavity shape and 
molding material (paragraph 0088). Hence it is submitted that the fill time will depend 
on the mold cavity shape and molding material. As such, it is submitted that the fill time 
is a result-effective variable. In re Antoine, 559 F. 2d 618, 195 USPQ6 (CCPA 1977) 
(See MPEP 2144.05). Therefore it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to optimize the injection rates and fill values 
in the process of claims 18-25 of US Application 10/742,353 in view of Hettinga ('525) 
because Hettinga ('525) teaches an efficient process that reduces spraying/splashing, 
hence providing for an improved product. 

Regarding claim 8, claims 18-25 of US Application 10/742,353 teach that the 
injection rate is determined in g/min. As such, claims 18-25 of US Application 
10/742,353 teach the injection flow rate is a function of time. 

Regarding claims 10-13, claims 18-25 of US Application 10/742,353 does not 
teach the two-step end of filling phase or the preferable ranges and fill values of which 
the present invention specifies. Hettinga ('525) teaches a main injection flow rate 
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reduction (column 8, lines 57-63), low injection flow rate end of filling (column 8, lines 
57-63), and a final injection flow rate reduction to a zero flow rate (column 9, lines 35- 
38). Furthermore Hettinga ('525) specifically teaches that the actual mold fill rates are 
determined based on mold flow analysis of a particular mold (column 8, lines 52-56). 
Hence, it is submitted that the mold fill rate is a result-effective variable. In re Antoine, 
559 F. 2d 618, 195 USPQ6 (CCPA 1977) (See MPEP 2144.05). Therefore it would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to optimize the injection rates and fill values in the process of claims 18-25 of US 
Application 10/742,353 in view of Hettinga ('525) because Hettinga ('525) teaches an 
efficient process that reduces spraying/splashing, hence providing for an improved 
product. 

This is a provisional obviousness-type double patenting rejection. 

Claim Objections 

4. Claims 16-17 are objected to because of the following informalities: in claim 16, 
line 1 , "either" should be deleted. It leads the examiner to believe there is a choice 
between two previous claims in which to form a basis from when in fact there is only 
one. In claim 17, line 1 , "either" should be deleted. It leads the examiner to believe 
there is a choice between two previous claims in which to form a basis from when in fact 
there is only one. Appropriate correction is required. 
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Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claim 3 rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

A broad range or limitation together with a narrow range or limitation that falls 
within the broad range or limitation (in the same claim) is considered indefinite, since 
the resulting claim does not clearly set forth the metes and bounds of the patent 
protection desired. See MPEP § 2173.05(c). Note the explanation given by the Board 
of Patent Appeals and Interferences in Ex parte Wu, 10 USPQ2d 2031, 2033 (Bd. Pat. 
App. & Inter. 1989), as to where broad language is followed by "such as" and then 
narrow language. The Board stated that this can render a claim indefinite by raising a 
question or doubt as to whether the feature introduced by such language is (a) merely 
exemplary of the remainder of the claim, and therefore not required, or (b) a required 
feature of the claims. Note also, for example, the decisions of Ex parte Steigewald, 131 
USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte 
Hasche, 86 USPQ 481 (Bd. App. 1949). In the present instance, claim 3 recites the 
broad recitation 5 mm to 10 mm, and the claim also recites 7 mm which is the narrower 
statement of the range/limitation. 
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Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 1-17 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hettinga (US Patent 5,902,525) in view of Reed et al. (US 2004/0021238). 

Hettinga ('525) teaches the basic claimed process of an injection mold filling 
method including: a preliminary rise in injection flow rate from a zero flow rate to a pre- 
determined flow rate (column 6, lines 15-18 and column 8, lines 16-21), a low 
maintained injection flow rate during the first fill portion of the mold (column 8, lines 16- 
21 and column 8, lines 32-35), a main rise in injection flow rate (column 8, lines 36-39), 
an maintained full injection flow rate (column 8, lines 43-47), a main injection flow rate 
reduction (column 8, lines 57-63), low injection flow rate end of filling (column 8, lines 
57-63), and a final injection flow rate reduction to a zero flow rate (column 9, lines 35- 
38). 

Regarding claims 1-5 and 9-12, although Hettinga ('525) teaches the individual 
process steps. Hettinga ('525) does not teach the specific claimed fill rates. Further it is 
noted that Hettinga ('525) teaches a filling of the mold of 10%. Hence, it is submitted 
that the height of material filling the mold is 10%, which is 2-10 mm. Furthermore 
Hettinga ('525) specifically teaches that the actual mold fill rates are determined based 
on mold flow analysis of a particular mold (column 8, lines 52-56). Hence, it is 
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submitted that the mold fill rate is a result-effective variable. In re Antoine, 559 F. 2d 
618, 195 USPQ6 (CCPA 1977) (See MPEP 2144.05). Therefore, it would have been 
obvious to one of ordinary skill in the art to use routine experimentation to determine an 
optimum flow rate from zero to the nominal flow rates 40 g/min and a start of filling flow 
rate of less than 20 g/min in the process of Hettinga ('525) because Hettinga ('525) 
, specifically teaches that the mold fill rate is a result-effect of variable depending on the 
type of mold and molded material. Further regarding claims 1-5 and 9-12 and in regard 
to claim 14, Hettinga ('525) does not teach injection molding optical components. Reed 
('238) teaches a method of making an organic glass lens using a two piece mold cavity, 
filling the molding cavity from the bottom with a liquid polymerizable composition, and 
polymerizing the liquid composition is said mold after completion of filling mold 
(paragraph 0018-0022). Therefore it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to make the optical elements as taught by 
Reed ('238) using the method of Hettinga ('525), because Hettinga ('525) teaches an 
efficient process that reduces spraying/splashing, hence providing for an improved 
product. 

With regard to claim 6, Hettinga ('525) teaches the basic claimed process of an 
injection mold filling method including: a preliminary rise in injection flow rate from a 
zero flow rate to a p re-determined flow rate (column 6, lines 15-18 and column 8, lines 
16-21), a low maintained injection flow rate during the first fill portion of the mold 
(column 8, lines 16-21 and column 8, lines 32-35), a main rise in injection flow rate 
(column 8, lines 36-39), an maintained full injection flow rate (column 8, lines 43-47), a 



Application/Control Number: 10/762,488 Page 9 

Art Unit: 1732 

main injection flow rate reduction (column 8, lines 57-63), low injection flow rate end of 
filling (column 8, lines 57-63), and a final injection flow rate reduction to a zero flow rate 
(column 9, lines 35-38). 

With regard to claims 7-8, and 13 Hettinga ('525) teaches that the fill rate is a 
function of time (See fig. 8 and column 6, lines 49-51). Although Hettinga ('525) does 
not teach a specific fill time, Hettinga ('525) teaches that the fill rate depends on the 
mold cavity shape and molding material (paragraph 0088). Hence it is submitted that 
the fill time will also depend on the mold cavity shape and molding material. As such, it 
is submitted that the fill time is a result-effective variable. In re Antoine, 559 F. 2d 618, 
195 USPQ6 (CCPA 1977) (See MPEP 2144.05). Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to use 
routine experimentation to determine an optimum fill time in the process of Hettinga 
('525) in view of Reed ('238) because Hettinga ('525) specifically teaches that the fill 
rate, depends on the fill time which further depends in the mold cavity shape and 
molding material, and as such teaching that the fill time is a result-effective variable. 

With regard to claims 15, Reed ('238) teaches a method of making an organic 
glass lens using a two piece mold cavity, filling the molding cavity from the bottom with 
a liquid polymerizable composition, and polymerizing the liquid composition in said mold 
after completion of filling mold (paragraph 0018-0022). Therefore it would have been 
obvious to one of ordinary skill in the art to use a vertical filling mold as taught by Reed 
('238) in the process of Hettinga ('525) because of known advantages such as reduced 
defects, hence providing for an improved product. 
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With regard to claims 16-17 Hettinga ('525) teaches hardening (polymerization) 
of the material (column 10, lines 11-12). 

9. Claims 1-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Reed et al. (US 2004/0021238 A1) in view of Hettinga (US Patent 5,902,525). 

Reed ('238) teaches the basic claimed process for injection molding a 
thermosetting material for an ophthalmic lens using the method of filling a molding 
cavity from the bottom of said cavity with a liquid polymerizable composition 
(paragraphs 0018 and 0019) and polymerizing the liquid polymerizable composition 
after completion of mold filling (paragraph 0022). 

However in regard to claims 1 , 6, 10, 12, and 14-17, Reed ('238) does not teach 
the specific method of how said injection filling should be executed. Hettinga ('525) 
teaches a process of an injection mold filling method including: a preliminary rise in 
injection flow rate from a zero flow rate to a pre-determined flow rate (column 6, lines 
15-18 and column 8, lines 16-21), a low maintained injection flow rate during the first fill 
portion of the mold (column 8, lines 16-21 and column 8, lines 32-35), a main rise in 
injection flow rate (column 8, lines 36-39), an maintained full injection flow rate (column 
8, lines 43-47), a main injection flow rate reduction (column 8, lines 57-63), low injection 
flow rate end of filling (column 8, lines 57-63), and a final injection flow rate reduction to 
a zero flow rate (column 9, lines 35-38). Therefore it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to use the fill method taught 
by Hettinga ('525) to make the optical elements by the process of Reed ('238) because 



Application/Control Number: 1 0/762,488 Page 1 1 

Art Unit: 1732 

Hettinga ('525) teaches an efficient mold filling process that reduces spraying/splashing, 
hence providing for an improved product. 

Further regarding claim 1 and in regard to clams 2-5 and 9-12, Reed ('238) does 
not teach the claimed injection method or the specific claimed fill rates. Although 
Hettinga ('525) also does not teach the specific claimed fill rates, Hettinga ('525) 
teaches the individual process steps. Further it is noted that Hettinga ('525) teaches a 
filling of the mold of 10%. Hence, it is submitted that the height of material filling the 
mold is 10%, which is 2-10 mm. Furthermore Hettinga ('525) specifically teaches that 
the actual mold fill rates are determined based on mold flow analysis of a particular 
mold (column 8, lines 52-56). Hence, it is submitted that the mold fill rate is a result- 
effective variable. In re Antoine, 559 F. 2d 618, 195 USPQ6 (CCPA 1977) (See MPEP 
2144.05). Therefore, it would have been obvious to one of ordinary skill in the art to use 
routine experimentation to determine an optimum flow rate from zero to the nominal flow 
rates 40 g/min and a start of filling flow rate of less than 20 g/min in the process of Reed 
in view of Hettinga ('525) because Hettinga ('525) specifically teaches that the mold fill 
rate is a result-effective of variable depending on the type of mold and molded material. 

With regard to claims 7-8, and 13, Reed ('238) does not teach that the fill rate is 
a function of time nor teaches a specific fill time. Hettinga ('525) teaches that the fill rate 
is a function of time (See fig. 8 and column 6, lines 49-51). Although Hettinga ('525) 
does not teach a specific fill time, Hettinga ('525) teaches that the fill rate depends on 
the mold cavity shape and molding material (paragraph 0088). Hence it is submitted 
that the fill time will depend on the mold cavity shape and molding material. As such, it 
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is submitted that the fill time is a result-effective variable. In re Antoine, 559 F. 2d 618, 
195 USPQ6 (CCPA 1977) (See MPEP 2144.05). Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to use 
routine experimentation to determine an optimum fill time in the process of Reed ('238) 
in view of Hettinga ('525) because Hettinga ('525) specifically teaches that the fill rate 
and fill time depend on the mold cavity shape and molding material, hence teaching that 
the fill time is a result-effective variable. 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The prior art contains teachings and methods of injection mold 
filling procedures related with the present invention. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Keith J. Godfrey whose telephone number is 571-272- 
6391. The examiner can normally be reached on 8:00-5:00 Mon-Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christina A. Johnson can be reached on 571-272-1176. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
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Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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